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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -j 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will appfy and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2bM This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) H Ciaim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) S Claim(s) 19-26,28 and 29 is/are allowed. 

6) E3 Claim(s) 13 and 30 is/are rejected. 

7) S Claim(s) 1-18.27 and 31 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) H The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 6) □ Other: 
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DETAILED ACTION 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, 'The 
disclosure concerns," "The disclosure defined by this invention," 'The disclosure 
describes," etc. 

On line 1 of the abstract, the phrase "The present invention relates to" can be 
implied. 

Claim Objections 

Claims 1 and 27 (and therefore their dependents: claims 2-18) are objected to 
because of the following informalities: 

In claim 1 line 1 , "rotatable devices" should be replaced with "a rotatable device" 
in order for claim 5 to better correspond with claim 1 . 

In claim 27 line 4, it is apparent that "outer diameter" should be "inner diameter" 
and that "major diameter" should be "minor diameter". 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as 
to where broad language is followed by "such as" and then narrow language. The 
Board stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
USPQ 481 (Bd. App. 1949). In the present instance, claim 13 recites the broad 
recitation "wherein the first and second taper angles are from about 1 degree to about 
45 degrees", and the claim also recites "wherein the first and second taper angles are 
from about 5 degrees to about 10 degrees" which is the narrower statement of the 
range/limitation. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 30 is rejected under 35 U.S.C. 102(b) as being anticipated by Colgate (US 
5,188,402). 

Colgate et al discloses a flexible coupling (the malleable gasket allows an 
amount of flexure between the male and female members of the coupling) comprising a 
female member (38) comprising a closed end (the right end of female member 38 in 
figure 2B is considered closed as it is connected to the chamber of an ultra-high 
vacuum system; see column 6 lines 8-13), an opposing open end (left end in figure 2B) 
and an inner diameter; a male member comprising an outer diameter, at least a portion 
of the male member being disposed within the female member such that there is a 
space (which holds the gasket) between the male member outer diameter and the 
female member inner diameter; and a layer of elastically deformable material (gasket is 
a soft, malleable metal and thus elastically deformable or flexible; see column 6 lines 
13-14) disposed within at least a portion of the space; wherein the space at a position 
proximate the open end is greater than the space at a position proximate the closed end 
(refer to figure 2B). 

The recitation "for use in rotatable devices including downhole drilling 
assemblies" has not been given patentable weight because it has been held that a 
preamble is denies the effect of a limitation where the claim is drawn to a structure and 
the portion of the claim following the preamble is a self-contained description of the 
structure not depending for completeness upon the introductory clause. Kropa v. Robie, 
88 USPQ 478 (CCPA 1 951 ). Also refer to MPEP 21111 .02. 
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Allowable Subj ct Matter 

Claims 19-26, 28-29 are allowed. 

Claims 1-18 and 27 are objected to (see Claim Objections above) but would be 
allowable if amended to overcome the noted objections. 

Claim 31 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claim 13 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Steczynski, Schuhmann, Riesselmann et al, Utterberg et al, 
Manson, Jr., Haines, Boynton, Takahashi et al, Follstaedt et al, Schmid et al, Kuslich et 
al, Kaneko, Yao, Black, Everett, Brown, Jedlicka, Allison, Buckwalter, Bueter, and 
Stednitz et al all constitute prior art devices considered by the Examiner to be relevant 
to the claimed invention(s). 



# 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James M Hewitt whose telephone number is 703-305- 
0552. The examiner can normally be reached on M-F, 930am-600pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynne Browne can be reached on 703-308-1 1 59. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-872-9326 
for regular communications and 703-872-9327 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



1113. 




jmh 
July 28, 2003 



James M. Hewitt 
Patent Examiner 
Technology Center 3600 



